TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |aw journal and
(2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte Rl CHARD BEALKOWSKI

Appeal No. 95-3517
Application 08/203, 729

ON BRI EF

Before MARTI N, BARRETT and FLEM NG, Adm ni strative Patent Judges.
FLEM NG, Adm ni strative Patent Judge.
DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of

clainms 1 through 6 and 8 through 20. Claim?7 pending in the

ppplication for patent filed February 28, 1989. According to
appellant, this application is a continuation of 07/705,277, filed October 30,
1990 (Paper No. 7, filed February 28, 1994). Appellant should note the
correct filing date of 07/705,277 of May 24, 1991 and file an appropriate
anmendment to correct this error before issuance of patent.
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appl i cation has not been rejected.

The invention is directed to a nmethod and apparatus for

ext endi ng a personal conputer system s addressabl e physi cal

menory space in a manner transparent to users of the address

space.

The independent claim1 is reproduced as foll ows:

An apparatus for extending the address range of system RAM
beyond the range of physical RAM conprising:

a central processor, physical RAM having a fixed
address range, and a bus for coupling the central
processor to the physical RAM

secondary storage coupled to the bus;

address decoder neans for determ ni ng whether a
read/ wite request for RAMis beyond the fixed
address range of the physical RAM and

a secondary storage controller circuit, coupled to
t he bus, conprising:

a secondary storage manager to read/wite
enul ated RAM on the secondary storage; and

control nmeans to determ ne the | ocation of
enmul ated RAM on the secondary storage and
control reading and witing of enul ated RAM
by the secondary storage nmanager;

wher eby RAM st or age addresses beyond the
fi xed address range of physical RAM addresses

2W\e note that on the first page of the final rejection, the Exaniner
states that claims 1 through 20 have been rejected. However, on pages 2
through 5 of the final action, claim?7 has not been included in any of the
rejections.
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can be used by the processor, thereby
ext endi ng the address range of the physical
RAM

The Exami ner relies on the follow ng references:
Christian et al. 4,403, 288 Sep. 06, 1983

V. Carl Hamacher, "Conputer Organization", second edition
publ i shed by McGraw Hi || Conpany, 1984, pp. 214-216 & 313-317.

Clainms 1, 5, 9, 13 and 17 stand rejected under 35 U S. C
8 102 as being anticipated by Hamacher, sections 8.7 and 8. 8.
Clainms 3, 11, 15 and 19 stand rejected under 35 U.S.C. §8 103 as
bei ng unpat ent abl e over Hamacher, sections 8.7 and 8.8, in view
of Christian. Caims 2, 4, 6, 8, 10, 12, 14, 16, 18 and 20 stand
rejected under 35 U S.C. §8 103 as bei ng unpatentabl e over
Hamacher, sections 8.7 and 8.8, in view of Christian and further
in view of Hamacher, section 6.6. 2.

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is nmade to the brief and answer for the
respective details thereof.

OPI NI ON

W will not sustain the rejection of clainms 1, 5, 9, 13 and
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17 under 35 U.S.C. 8 102 or the rejection of clainms 2 through 4,
6, 8, 10 through 12, 14 through 16, 18 through 20 under 35 U S.C
§ 103.

It is axiomatic that anticipation of a claimunder 8§ 102 can

be found only if the prior art reference discloses every el enent

of the claim See In re King, 801 F.2d 1324, 1326, 231 USPQ 136,
138 (Fed. Cir. 1986) and Li ndenmann Maschi nenfabri k GVBH v.
American Hoist & Derrick Co., 730 F.2d 1452, 1458, 221 USPQ 481,
485 (Fed. Cir. 1984). "Anticipation is established only when a
single prior art reference discloses, expressly or under
princi ples of inherency, each and every elenent of a clained
invention." RCA Corp. v. Applied Digital Data Systens, Inc., 730
F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir.), cert. disnissed,
468 U. S. 1228 (1984), citing Kalman v. Kinberly-Cark Corp., 713
F.2d 760, 772 218 USPQ 781, 789 (Fed. Ci r. 1983).

On page 2 of the answer, the Exam ner refers back to the
final action for the grounds of the rejection. On page 2 of the
final action, the Exam ner relies on one sentence found on pages

313-314 of Hamacher that states:

4



Appeal No. 95-3517
Appl i cation 08/203, 729

The mechani sm that operates on these virtual addresses
and translates theminto actual |ocations in the
physical hierarchy is usually inplenmented by a
conbi nati on of hardware and software conponents.
The Exam ners argues that the "conbination of hardware and
software" constitutes the secondary storage controller as

cl ai ned.

On pages 3-6 of the brief, Appellant argues that Hamacher
fails to disclose a secondary nenory controller to extend the
effective nenory space of system RAM as recited in Appellant's
clainms and thereby does not anticipate Appellant's clains 1, 5,

9, 13 and 17. In particular, Appellant points out that the cited
sections of Hamacher are conpletely devoid of any teaching of an
adaptor or controller as recited in Appellant's clains.

We note that Appellant's clains each recite the claim
limtation directed to a secondary nenory controller to extend
the effective nenory space of RAM The Exami ner is requesting us
to specul ate that Hamacher's statenent referring to a mechani sm
that operates to translate virtual addresses by a conbi nation of
hardware and software conponents teaches a nechani smthat woul d
require the apparatus as clained by Appellant. W do not wish to
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do so. We note that such a conbinati on of hardware and software
does not necessarily require the apparatus as recited in
Appellant's clainms. In fact, we note that the translation is
normal |y done by only the central processor and not by providing
t he additional hardware for such functions.

We are not inclined to dispense with proof by evidence when

the proposition at issue is not supported by a teaching in a

prior art reference or shown to be comon know edge of unques-

ti onabl e denonstration. Qur reviewing court requires this
evidence in order to establish aprima facie case. In re Knapp-
Monarch Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re
Cof er, 354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).
Therefore, we will not sustain the Exam ner's rejection under 35
US C 8§ 102.

In regard to the 35 U . S.C. § 103 rejection, the Exam ner has
failed to set forth aprima facie case. It is the burden of the
Exam ner to establish why one having ordinary skill in the art
woul d have been led to the clainmed invention by the express

t eachi ngs or suggestions found in the prior art, or by
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i nplications contained in such teachings or suggestions. In re
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).
"Addi tionally, when determ ning obviousness, the clainmed

i nvention should be considered as a whole; there is no legally
recogni zabl e 'heart' of the invention." Para-Odnance Mg. v.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQR2d 1237,
1239 (Fed. Cir. 1995), cert. denied, 117 S.C. 80 (1996), citing
W L. CGore & Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1548,
220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984).

The Exam ner relies on Hamacher for a teaching of a
secondary nenory controller to extend the effective nenory space
of RAM As we have found above, we fail to find that Hamacher
teaches the structure as recited in Appellant's clains.
Furthernore, we fail to find any suggestion in Hamacher or
Christian to provide such structure. Therefore, we will not
sustain the Examner's rejection under 35 U S.C. § 103.

We have not sustained the rejection of clains 1, 5, 9, 13
and 17 under 35 U.S.C. 8 102 or the rejection of clains 2 through
4, 6, 8, 10 through 12, 14 through 16, 18 through 207 under 35

U S C 8 103. Accordingly, the Exam ner's decision is reversed.
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REVERSED

JOHN C. MARTI N
Adm ni strative Patent Judge )

)
)
LEE E. BARRETT )
Adm ni strative Patent Judge )

)
M CHAEL R. FLEM NG
Adm ni strative Patent Judge )
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